REMARKS 



In the non-final Office Action mailed on July 23, 2007, claims 1, 3-16, and 19-24 were 
rejected. Claims 1,3-16, and 19-24 remain pending. Applicants request reconsideration of the 
pending claims in view of the following remarks. 

I. Claims 1. 3-8, 14-16, 19-24 

Claims 1, 3-8, 14-16, 19-24 were rejected as being unpatentable over U.S. Patent No. 
3,905,897 (the Jacobson reference) in view of U.S. Patent No. 5,727,690 (the Hofmeister reference). 

In reopening prosecution, the Examiner has reversed the order of the primary and secondary 
references (i.e., prior to this Office Action, the Hofmeister reference had been the primary reference 
and the Jacobson reference had been the secondary reference). Applicants assert that the 
Examiner's asserted combination is less reasonable with the Jacobson reference serving as the 
primary reference. 

In particular, the Jacobson reference discloses an apparatus for grading and classifying fine 
and coarse crushed ore particles. (Abstract, lines 1-2.) Column 4, lines 60-63 disclose that 
crushed ore is supplied via chute 34. 

Independent claims 1 and 16 recite a slicer that cuts a vegetable having a leaf portion and a 
core portion to form a mixture of leaf pieces and core pieces. The Examiner states that the Jacobson 
reference does not disclose a slicer, but states that the Hofmeister reference discloses the slicer. The 
Examiner, however, fails to articulate why a person of skill would be motivated to modify the 
apparatus for grading and classifying crushed ore particles to include a slicer. Since the ore 
particles have been crushed, the slicer would serve no function in the apparatus disclosed in the 
Jacobson reference. 

The Examiner asserts that it would have been obvious to one skilled in the art "to modify the 
apparatus of Jacobson to include the teachings of Hofmeister so that Hofmeister included a sorting 
mechanism as taught by Jacboson [sic]." Applicants note that the Examiner's assertion is unclear. 
If the apparatus of Jacobson is to be modified, then the sorting mechanism taught by Jacobson 
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should not be included in Hofmeister. Including the sorting mechanism of Jacobson into 
Hofmeister would require modifying Hofmeister and not Jacobson. 

If the Examiner did intend to assert that the apparatus of Jacobson is to be modified to 
include the teachings of Hofmeister, then the Examiner has failed to articulate how the apparatus of 
Jacobson is to be modified and what teachings from Hofmeister are to be added to the apparatus of 
Jacobson. As noted above, at least for the slicer component, the Examiner has failed to articulate a 
motivation for why a slicer would be added to an apparatus that grades and classifies crushed ore. 

If the Examiner intended to assert that Hofmeister is to be modified to include the sorting 
mechanism taught by Jacobson, then the Hofmeister reference is being used as the primary 
reference. If this is the case (i.e., the Hofmeister reference is the primary reference), then there was 
no basis for the Examiner to have reopened prosecution as this was precisely the Examiner's 
assertion prior to prosecution being reopened. 

As Applicants have maintained throughout prosecution, the Examiner's proposed 
modification of the Hofmesiter reference requires changing the principle of operation of the 
Hofmeister reference. MPEP 2143.02(VI) states, "[i]f the proposed modification or combination of 
the prior art woul d change the principle of operation of the prior art invention being modified, 
then the teachings of the reference are not sufficient to render the claims prima facie obvious." 
(Emphasis added.) 

Claims 1 and 16 do not merely recite separating pieces of vegetables. Instead, claims 1 and 
16 recite separating core pieces from the mixture of core pieces and leaf pieces. 

As Applicants have maintained throughout prosecution, the Hofmeister reference discloses 
separating core pieces and leafy pieces based on their densities using an air stream in a vertical 
housing unit. The Hofmeister reference discloses a vibrating screen, which is used to non-lettuce 
material (e.g., nuts, bolts, pieces of wood, etc.) from lettuce pieces rather than separating core pieces 
from leafy pieces. 
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Thus, there is no motivation to modify the Hofmeister reference to include the screens 
disclosed in the Jacobson reference because the Hofmeister reference already discloses using a 
screen. The Examiner's assertion to modify the Hofmeister reference to use the screens disclosed in 
the Jacobson reference to separate core pieces and leafy pieces requires improperly changing the 
principle of operation of the Hofmeister reference because the Hofmeister reference discloses 
separating core pieces and leafy pieces based on their densities using an air stream. 

Therefore, Applicants assert that claims 1 and 16 are allowable over the combination of the 
Jacobson reference and Hofmeister reference regardless of which serves as the primary reference. 
Claims 3-8, 14, 15, and 19-24 are allowable for at least the reason that they depend from allowable 
independent claims. 

II. Claims 9-13 

Claims 9-13 were rejected as being unpatentable over the Jacobson reference in view of the 
Hofmeister reference in further view of U.S. Patent No. 6,637,600 (the Miyamoto reference). 
Claims 9-13 depend from claim 1. As set forth above, claim 1 is believed to be allowable over the 
combination of the Jacobson reference and the Hofmeister reference. Thus, Applicants assert that 
claims 9-13 are allowable over the combination of the Jacobson reference, the Hofmeister reference, 
and the Miyamoto reference for at least the reason that they depend from an allowable independent 
claim. 
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III. Conclusion 

In view of the above, each of the presently pending claims in this application is believed 
to be in immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
withdraw the outstanding rejection of the claims and to pass this application to issue. If it is 
determined that a telephone conference would expedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below. 

In the event the U.S. Patent and Trademark office determines that an extension and/or 
other relief is required, Applicants petition for any required relief including extensions of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
145642000100 . However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account. 

Dated: December 21, 2007 Respectfully submitted, 

By /Peter J. Yim/ 

Peter J. Yim 

Registration No.: 44,417 
MORRISON & FOERSTER LLP 
425 Market Street 

San Francisco, California 94105-2482 
(415) 268-6373 
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